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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 03/1 6/2009 have been fully considered but they are 
not persuasive. 

2. Regarding claim 10, in response to applicant's argument that the references fail 
to show certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., the serving base station sends in the first message to the mobile 
station the information which neighbor base stations support GPRS, and not only the 
availability of a service) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 
As claimed, a message is sent to the mobile terminal indicating availability of a service 
mode. Furthermore, as seen on page 5, line 23-33, information about neighboring cells 
is sent to the mobile station regarding services supported by those neighboring cells 
and would therefore include if the base station includes GPRS service (also see page 4, 
line 27-page 5, lien 3 describing selection of a neighbor cell based on GPRS level). 

Regarding the applicant's arguments that: 

if it is indicated that the one of the two or more service modes is available, 
then a second broadcast control channel through which sen/ice information of the one 
of the two or more service modes is to be broadcast is described." 

In fact no second broadcast control channel for said purpose is described. 
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The Patent Office has not referred to any passage in the Dalsgaard's publication, 
where such a matter would be mentioned. 

The Patent Office to long passages (page 5, line 4, through page 6, line 34; page 
12, lines 10-15; MS needs information describing second broadcast control channel 
(PBCCH) from S1 13 message) as if it would help to prove the Patent Office's assertion. 
In fact no mention about second broadcast control channel, on which service 
information is broadcast, can be found. The mobile station selects a new cell on 
grounds of the information in the first message. In addition, measurements of the signal 
level of the possible base stations are made, but this concerns the neighbour base 
stations and not the base station which has sent the first message" (see page 6 of the 
remarks); the examiner respectfully disagrees. 

As above, information is received at the mobile station with describes neighbor 
base stations including a desired service. As seen on page 12, line 3-14, description of 
the PBCCH can be described on the ARFNC field which is sent by the serving carrier 
(see page 12, line 1-9) or by reading additional information from the new cell using the 
SI13 message (see page 12, line 10-13). In both case a second channel is described 
(PBCCH of the new cell). 

Regarding claim 12 and 14, the applicant's argument that "Applicant requests 
that the Patent Office provide a reference with a teaching for the subject matter of each 
of claims 12 and 14. If the Patent Office is relying on personal knowledge to support the 
finding of what is known in the art. Applicant requests that the Patent Office provide an 



Application/Control Number: 1 0/501 ,01 9 Page 4 

Art Unit: 2617 

affidavit or declaration setting forth specific factual statements and explanation to 
support the finding. See 37 CFR 1 .104 (d)(2)" (see page 7 of the remarks). 

The examiner disagrees that the Patent Office is relying on personal knowledge 
to support the finding of what is known in the art. The Official notice of claims 12 and 14 
state that choosing any bit within the system information 3 to provide service support 
information 3 message would be a design choice since the location of the spare bit is 
seen as a rearrangement an element. Support for this reasoning was also provided 
based on case law wherein the court has held that rearrangement of parts would require 
only routine skill in the art. See In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 
1950). 

Regarding claim 18, the applicant argues: 

""Dalsgaard discloses a method comprising: in a cell ... a radio resource 
management system of the radio access network comprising a first and a second 
message.., which messages are transferred on a first broadcast control channel'. 

This is not correct. The messages (PS 1 3 and S 13) mentioned by Dalsgaard are 
optional. Both of them are not transferred on a first broadcast control channel in the 
Dalsgaard's method' (see page 7 of the remarks) 

The examiner disagrees, consider that abstract of Dalsgaard wherein an SI 
message is used to transmit system information of neighboring base stations and 
further page 3, line 1-6 wherein that system information is transmitted over the BCCH. 
It is clear that system information is transmitted over the broadcast channel and 
required for determining neighbor cell information. 
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Furthermore the applicant argues: 

said first message ... using said at least one spare bit for broadcasting of a 
possibility to use a service by indicating wtietlier said cell supports said service 
(abstract; page 1, lines 27-30; page 4, lines 15-30, page 8, lines 14—26; determined 
service of neiglibour cells using at least one-bit information of PSI3 or SI3) ". 

This is not correct. Tlie message in question indicates whether the neighbour 
cells of "said cell" support the sen/ice, and not whether "said cell", or the cell where the 
mobile station has been camped, supports the service. So only the passage "service of 
neighbour cells" is true in the citation above" 

As with above, bits of the transmitted system information indicate service 
availability and possibility of use as indicated in the limitation above. 

Furthermore, the applicant argues: 

"... in a favorable case in which the global system for mobile communications 
radio access network controlled cell is determined to support the service, describing a 
second broadcast control channel in the second message to at least mobile stations 
(page 5, lines 4—33; page 6, lines 1-34; page 12, lines 10-15; MS needs infonvation 
describing second broadcast control channel (PB CCH) from S 113 message)).. 

First: It is unclear which cell is determined to support the service. As described 
above, in Dalsgaard's system the information in the first message concerns a plurality 
of neighbour cells. 

Second: No second message and no second broadcast control channel occur in 
Dalsgaard's system and are mentioned in the publication. The Patent Office's assertion 
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"MS needs information describing second broadcast control cliannel" is without basis in 
Dalsgaard." 

Although Dalsgaard disclose description of a plurality of neighbor cells, each 
neighbor cell is described including PBBCH information individual neighbor cell and 
therefore Dalsgaard discloses description of one or more neighbor cells and services 
provided. It is also noted that page 9, line 25-28 further states that system information 
message can include information of only neighbor cells that support a specific service. 

Furthermore, as with claim 10, information is received at the mobile station with 
describes neighbor base stations including a desired service. As seen on page 12, line 
3-14, description of the PBCCH can be described on the ARFNC field which is sent by 
the serving carrier (see page 12, line 1-9) or by reading additional information from the 
new cell using the SI13 message (see page 12, line 10-13). In both case a second 
channel is described (PBCCH of the new cell). 

Furthermore, the applicant argues: 

"... and broadcasting tlie sen/ice information for mobile stations on the second 
broadcast control channel (page 9, lines 6—24; page 12, lines 3-24; mobile station 
tunes to selected control channel to obtain service)". 

Also here it is referred to long passages as if it would help to prove the Patent 
Office's assertion. In fact no mention about second broadcast control channel, on which 
service infonnation is broadcast, can be found. The mobile station selects a new cell on 
grounds of the information in the first message. In addition, measurements of the signal 
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level of the possible base stations are made, but this concerns the neighbour base 
stations and not the base station which has sent the first message" 

As above, information is received at the mobile station with describes neighbor 
base stations including a desired service. As seen on page 12, line 3-14, description of 
the PBCCH can be described on the ARFNC field which is sent by the serving carrier 
(see page 12, line 1-9) or by reading additional information from the new cell using the 
SI13 message broadcast on a second PBCCH (see page 12, line 10-13). In both case 
a second channel is described (PBCCH of the new cell). 

Regarding claim 24, the applicant argues: 

"Raith discloses a change in the F-BCCH is indicated by a change flag in the 
PCH and a change in the E-BCCH is indicated by a change flag in the F-BCCH. Raith 
also discloses "Information defining the system configuration and the rules for system 
access by the mobile stations is transmitted in the F-BCCH" once every superframe. 
Raith does not disclose or suggest "lu indicator field indicating, whether normal 
broadcast control channel or extended broadcast control channel is used to transfer the 
second message," where the first message comprises the lu indicator field' 
3. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). An indicator field (i.e. change flag) is indicated by RAITH while lu messaging is 
disclosed in MILDH. 
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Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 . Claims 10, 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
DALSGAARD et a! (WO 00/16581). 

Regarding claim 10, DALSGAARD discloses an apparatus (abstract; apparatus 
such as GPRS base stations) comprising: a controller having two or modes (GPRS 
service or lower level service), where the controller wirelessly communicates to at least 
one wireless terminal [mobile station] an availability of at least one of the two or more 
service modes through the use of a system information 3 message [SIS or PSI3] of a 
global system for mobile communications system [GSM system] transferred on a first 
broadcast control channel [PBCCH or BCCH], wherein an availability of one of the two 
or more service modes is indicated through a single spare bit in the first message 
(abstract; page 1, line 27-30; page 4, lines 15-30, page 8, line 14-26; determined 
service of neighbor cells using at least one-bit information of PSI 3 or SI3), and, if it is 
indicated that one of the two or more service modes is available, then a second 
broadcast control channel through which service information of the one of the two or 
more service modes is to be broadcast is described (page 5, line 4-33; page 6, line 1- 
34; page 12, line 10-15; MS needs information describing second broadcast control 
channel (PBCCH) from SI13 message). 

Regarding claim 1 1 , see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. DALSGAARD further discloses wherein the first 
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broadcast control channel is a broadcast control channel of the global system for mobile 
communications system (page 1, line 27-30; page 4, lines 15-30; BCCH or PBCCH). 
Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 12, 14 rejected under 35 U.S.C. 103(a) as being unpatentable over 
DALSGAARD et al (WO 00/16581). 

Regarding claim 12, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. DALSGAARD further discloses wherein the single 
spare bit is a spare bit in the system information 3 (page 4, lines 15-30; page 8, lines 
14-27; DALSGAARD discloses that support information can be determined using a 
single bit within a system information 3). DALSGAARD discloses the claimed invention 
except for wherein the spare bit is in the rest octets. It would have been obvious to a 
person of ordinary skill in the art to provide the single spare bit in the system information 
3 rest octets since the Examiner takes Office Notice that choosing any bit within the 
system information 3 to provide service support information would have been a design 
choice, since DALSGAARD states that the system information 3 message is used to 
determine service capabilities by a mobile terminal, and therefore the choice of location 
for a spare bit would have no effect on determining support information. Furthermore, it 
has been held that rearrangement of parts (in this case location of a spare bit) would 
require only routine skill in the art. See In re Japikse, 181 F.2d 1019, 86 USPQ 70 
(CCPA1950). 
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Regarding claim 14, see tlie rejections of the parent claim concerning tlie subject 
matter this claim is dependent upon. However, DALSGAARD does not expressly 
disclose wherein the single spare bit represents the only previously undedicated bit in 
the system information 3 message. It would have been obvious to a person of ordinary 
skill in the art to provide the single spare bit in the only previously undedicated bit since 
the Examiner takes Office Notice that choosing any bit within the system information 3 
to provide service support information would have been a design choice, since 
DALSGAARD states that the system information 3 message is used to determine 
service capabilities by a mobile terminal, and therefore the choice of location for a spare 
bit would have no effect on determining support information. Furthermore, it has been 
held that rearrangement of parts (in this case location of a spare bit) would require only 
routine skill in the art. See In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950). 
4. Claims 9, 13, 15, 18, 19, 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DALSGAARD et al (WO 00/16581) in view of MILDH et al (US 
2002/01 931 39 A1). 

Regarding claim 9, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. DALSGAARD further discloses wherein the single 
spare bit is a spare bit in the system information 3 (page 4, lines 15-30; page 8, lines 
14-27; DALSGAARD discloses that support information can be determined using a 
single bit within a system information 3). However, the combination of DALSGAARD 
and MILDH discloses the claimed invention except for wherein the spare bit is in the 
rest octets. It would have been obvious to a person of ordinary skill in the art to provide 
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the single spare bit in tlie system information 3 rest octets since the Examiner takes 
Office Notice that choosing any bit within the system information 3 to provide service 
support information would have been a design choice, since DALSGAARD states that 
the system information 3 message is used to determine service capabilities by a mobile 
terminal, and therefore the choice of location for a spare bit would have no effect on 
determining support information. Furthermore, it has been held that rearrangement of 
parts (in this case location of a spare bit) would require only routine skill in the art. See 
In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950). 

Regarding claim 13, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. However, DALSGAARD does not expressly 
disclose wherein the single spare bit is an lu support indicator. In the same field of 
endeavor, MILDH discloses wherein a spare bit is an lu support indicator (Figure 2; 
paragraph 16,21; Figure 2 shows an example of System information bits, also 
supported on page 7 of the provisional application). Therefore it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to 
modify DALSGAARD to include the teachings of MILDH, since MILDH states that such 
a modification would allow a determination of support services within a mixed network. 

Regarding claim 15, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. DALSGAARD further discloses wherein the 
apparatus comprises a base station controller in a global system for mobile 
communications radio access network (page 3, lines 3-7; further including GPRS packet 
services). However, DALSGAARD does not expressly discloses wherein the global 
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system for mobile communications is a global system for mobile 
communications/enhanced data rates for global evolution (i.e. GSM/EDGE and GERAN 
cell). In the same field of endeavor, MILDH discloses wherein a global system for 
mobile communications is a global system for mobile communications/enhanced data 
rates for global evolution (paragraph 6, 11, 14; also see page 2 section 1 .4 of the 
provisional application). Therefore it would have been obvious to a person of ordinary 
skill in the art at the time the inventions was made to modify BALSGAARD to include 
the teachings of MILDH, since the use of GSM/EDGE protocol would enable 
DALSGAARD to incorporate more advance packet services within the GSM network 
disclosed. 

Regarding claim 18, DALSGAARD discloses a method comprising: in a cell 
under control of a global system for mobile communications (GSM) radio access 
network, a radio resource management system of the radio access network comprising 
a first and a second message [system information messages], which messages are 
transferred on a first broadcast control channel [BCCIH PBCCH], and which first 
message has at least one spare bit, wherein the first message is system information 3 
of global system for mobile communications system, using said at least on spare bit for 
broadcasting of a possibility to use a service by indicating whether said cell supports 
said service (abstract; page 1, line 27-30; page 4, lines 15-30, page 8, line 14-26; 
determined service of neighbor cells using at least one-bit information of PS! 3 or SI3), 
and in a favorable case in which the global system for mobile communications radio 
access network controlled cell is determined to support the service, describing a second 
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broadcast control channel in the second message to at least mobile stations (page 5, 
line 4-33; page 6, line 1-34; page 12, line 10-15; MS needs information describing 
second broadcast control channel (PBCCH) from SI13 message)), and broadcasting the 
service information for mobile stations on the second broadcast control channel (page 
9, line 6-24; page 12, line 3-24; mobile stations tunes to selected control channel to 
obtain service). However, DALSGAARD does not expressly disclose. However, 
DALSGAARD does not expressly discloses wherein the global system for mobile 
communications is a global system for mobile communications/enhanced data rates for 
global evolution (i.e. GSM/EDGE and GERAN cell) using lu; and wherein the indicated 
service is universal mobile telecommunications service. In the same field of endeavor, 
MILDH discloses wherein a global system for mobile communications is a global system 
for mobile communications/enhanced data rates for global evolution (i.e. GSM/EDGE 
and GERAN cell) using lu mobile stations (Figure 2; paragraph 6, 11, 14, 16, 21; Figure 
2 shows an example of System information bits, also supported on page 7 of the 
provisional application); and wherein the indicated service is universal mobile 
telecommunications service (paragraph 3, 6, 1 1 , and 14). Therefore it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to 
modify DALSGAARD to include the teachings of MILDH, since MILDH states that such 
a modification would allow a determination of support services within a mixed network. 

Regarding claim 19, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. DALSGAARD further discloses said first channel 
being BCCH of the GSM system and said second channel being PBCCH of the GSM 
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system (page 8, line 14-26; col. 12, line 3-13; system information message describes 
PBCCH of favorable system). 

Regarding claim 25, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. The combination of DALSGAARD and MILDH 
further discloses said cell being barred against UMTS operation through lu Interface by 
indicating with information that UMTS service is not supported in said cell (MILDH - 
Figure 2; paragraph 11, 15-19). 

5. Claims 20-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DALSGAARD et al (WO 00/16581) in view of MILDH et al (US 2002/0193139 A1) and 
further in view of ETSI 3GPP 04.18 v 9.0. 

Regarding claim 20, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. The combination of DALSGAARD and MILDH 
further discloses the radio access network supporting the UMTS-service and not 
supporting a GPRS service, wherein said first message further comprises an lu 
indicator field (MILDH - paragraph 6, 15-18; Figure 2). However, the combination of 
DALSGAARD and MILDH does not expressly disclose wherein said second message is 
System Information 13alt of the GSM system and is legible only to lu mobile stations. 
ETSI 3GPP 04.18 v 9.0 discloses wherein a second message is System Information 13 
of the GSM system and is legible only to lu mobile stations (page 148, section 9.143a; 
page 244-245, section 10.5.2.26a). Therefore it would have been obvious to a person 
of ordinary skill in the art at the time the invention was made to modify the combination 
of DALSGAARD and MILDH to include the use of System Information 13, as taught by 
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ETSI 3GPP 04.18 v9.0, since System Information 13 is a well known and conventional 
protocol used in GSM system to provide information related to GPRS within a cell (see 
page 148). 

Regarding claim 21, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. The combination of DALSGAARD and MILDH 
further discloses the second channel being available also to the GPRS service (MILDH 
- Figure 2paragraph 6, 15-18). However the combination of DALSGAARD and MILDH 
does not disclose wherein said second message is System Information 13 of the GSM 
system. ETSI 3GPP 04.18 v 9.0 discloses wherein a second message is System 
Information 13 of the GSM system (page 148, section 9.143a; page 244-245, section 
10.5.2.26a). Therefore it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made to modify the combination of DALSGAARD and 
MILDH to include the use of System Information 13, as taught by ETSI 3GPP 04.18 
v9.0, since System Information 13 is a well known and conventional protocol used in 
GSM system to provide information related to GPRS within a cell (see page 148). 

Regarding claim 22, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. The combination of DALSGAARD and MILDH 
further discloses the second channel being available also to the GPRS service 
(paragraph 6, 15-18). However the combination of DALSGAARD and MILDH does not 
disclose wherein said message System Information 13 is legible only to lu mobile 
stations and Gb mobile stations. ETSI 3GPP 04.18 v 9.0 discloses wherein said 
message System Information 13 is legible only to lu mobile stations and Gb mobile 
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stations (page 148, section 9.143a; page 244-245, section 10.5.2.26a). Therefore it 
would have been obvious to a person of ordinary skill In the art at the time the Invention 
was made to modify the combination of DALSGAARD and MILDH to Include the use of 
System Information 13, as taught by ETSI 3GPP 04.18 v9.0, since System Information 
13 is a well known and conventional protocol used In GSM system to provide 
information related to GPRS within a cell (see page 148). 

Regarding claim 23, see the rejections of the parent claim concerning the subject 
matter this claim Is dependent upon. The combination of DALSGAARD and MILDH 
further discloses the second channel being not available to the GPRS service 
(paragraph 6, 15-18). However the combination of DALSGAARD and MILDH does not 
disclose wherein a description of the second channel In the message System 
Information 13 Is legible only to lu mobile stations. ETSI 3GPP 04.18 v 9.0 discloses 
wherein a description of the second channel In the message System Information 13 Is 
legible only to lu mobile stations (page 148, section 9.143a; page 244-245, section 
10.5.2.26a). Therefore It would have been obvious to a person of ordinary skill In the art 
at the time the Invention was made to modify the combination of DALSGAARD and 
MILDH to include the use of System Information 13, as taught by ETSI 3GPP 04.18 
v9.0, since System Information 13 is a well known and conventional protocol used in 
GSM system to provide information related to GPRS within a cell (see page 148). 
6. Claim 24 Is rejected under 35 U.S.C. 103(a) as being unpatentable over 
DALSGAARD et al (WO 00/16581) In view of MILDH et al (US 2002/0193139 A1) and 
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ETSI 3GPP 04.18 V 9.0 as applied to claim 3 above, and further in view of RAITH (US 
5,930,706). 

Regarding claim 24, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. The combination of DALSGAARD, MILDH, and 
ETSI 3GPP 04.18 V 9.0 further discloses said lu to transfer the second message 
(MILDGH - paragraph 6, 11, 15-18). However, the combination of DALSGAARD, 
MILDH, and ETSI 3GPP 04.18 v 9.0 does not expressly disclose an indicator field 
indicating whether normal BCCH or extended BCCH is used to transfer a message. 
RAITH discloses an Indicator field Indicating whether normal BCCH or extended BCCH 
is used to transfer a message (paragraph 21 , line 22-57). Therefore it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to 
modify the combination of DALSGAARD, MILDH, and ETSI 3GPP 04.18 v 9.0 to include 
an indicator field indicating whether normal BCCH or extended BCCH is used to transfer 
a message as taught by RAITH, since RAITH teaches that such a modification would 
allow a system to transmit information at various rates depending on importance. 
Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to ARIEL BALAOING whose telephone number is 
(571)272-7317. The examiner can normally be reached on Monday-Friday from 8:00 
AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, V. Paul Harper can be reached on (571 ) 272-7605. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

A/INCENT P. HARPER/ /Ariel Balaoing/ 
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Supervisory Patent Examiner, Art Unit 2617 Examiner, Art Unit 2617 

/A. B./ 

Examiner, Art Unit 2617 



